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1{ 1  INTRODUCTION
2 The InterTrust patent claims’ use of the vague term “secure” and its variants
3. | makes them textbook illustrations of the danger of indefinite claims. Without a definition of this
4 | malleable core term, persons of skill in the art cannot determine the scope of patent coverage.
5 | Thisis precisely the situation prohibited by 35 U.S.C. § 112’s requirement of “particularly
6 | pointing outand distinctly claiming” thé alléged invention. The purﬁose of the claims is to define
7 1 the metes and bounds of the exclusive right that the public grants in exchange for the patentee’s
g | full disclosure. Where those boundaries are blurry, others are deterred from entering the field,
g | allowing the patenteeto exclude competition beyond the scope of the claimed invention. The
10 | ImterTrust patent claims using “secure” and its variants violate the bargain with the public in this
17 | Fshion, and should be found fatally indefinite and, therefore, invalid. '
12 InterTrist’s testifying expert concedes that “security” is an “essential aspect” of
13 | the “'anemion,” InterTrust’s so-called “Virtual Distribution Environment” (“VDE”). Declaration
14 | of Eric L. Wesenberg, Ex. A, Reiter Depo., 23:21-24:9.! “Secure,” or some close derivative
15 | thereof, appears in virtually every disputed claim. Reading Claim 1 of US. Patent No. 5,892,891
16 | (“the ‘891 patent”) demonstrates the extensive use of the vague term “sécu_:e”:
17 A method for using at least one resource processed in a secure
opérating environment at 2 first appliance, said method
18 comprising: securely receiving a first entity’s control at said first
_ appliance, said first entity being located remotely from szid
19 operating environment and said first appliance; securely receiving
a second entity’s control at said first appliance, said second entity
20 being located remotely from said operating environment and said
first appliance, said second entity being different from said first
21 entity; and securely processing 2 data item at said first appliance,
using at least one resource, including securely applying, at said
22 first appliance, through use of said at least one resource said first
entity’s control and said second entity’s control to govern use of -
23 _ ‘said data item. (Emphases added.)
24 | Ex.P,Claim 1. This claim uses four different, and five total, insta.nées of this term or its variant.
25 | Neither the claims nor the rest of the patents define what it means for something to be “‘secure” or
26 | to be done “securely.” “Secure,” in the art, is a highly general, relative and multi faceted term
27 } 1 Yereinafter, all cites to exhibits (“Ex.") are to exhibits attached to the Declaration of Eric L.
5 8 Wesenberg in support of Microsoft’s Motion for Summary Judgment that Certair1 “Mini-
Marlonan Claims are Invalid for Indefiniteness. :

ORRICK,
HERRINGTON &
SUTCLIFFE LLP

' ATTURNLTI AT LAY

SiLICom VaLLer

MICROSOFT'S BRIEF IN SUPPORT OF MOTION FOR
DOCS5V1:224932.1 -1- SUMMARY JUDGMENT THAT CERTAIN *MINI-MARKMAN"
CLAIMS ARE INVALID FOR INDEFIN'TTENESS - C 01-164Q



03/17/0) 17:34 FAX 415 397 7188 KEKER & VAN NEST : _ wuus
1 | which, without ﬁmre specific definition, fails to have a clear or even useful meaning. In all their
2 | hundreds of pages of single-spaced description, the patents never clearly or consistently define
3 | “secure,” nor the compasite terms using secure (e.g., “secure container’), nor the related coined
teﬁns deriving from the same concept: “protected processing environment” and ‘host processing
5 | environment” ‘
6 The extrinsic evidence — both testimonial and documentary, both Microsoft’s and
7 | InterTrust’s —is in complete agreement: “secure” corresponds to 4 general concept in the
8 | computer field, which lacks speciﬁﬁ meaning and standing alone may apply to numerous specific ‘
9 | scenaﬁos depending on the properties to be “secured,” the particular threats pqsed. the means
10 | used, the degree of protection needed, the perspective from which 6né views “securify,” and so
| 11"} on
12 Both parties’ experts bave testified that ugecure” can take on & definite meaning
13 | within-the context of “securitj; policy,” which defines the pafameters and setsA objective criteria
14 § for determining whethe_f they have been satisfied. Computer scientists have developed a number
15 | of models for objectively evaluating the sccuﬁt‘y of diﬁ'erent systems and architectures, at least
16 | one of which is mentioned (TCSEC), but not emplo.yed, in InterTrust’s ‘193 patent.? InterTrust
17 | could easily have defined a security policy using any of these models.. Instead, it left “secure”
i8 inscrutable throughout the patents. ' _ _
19 The problem is not that it’s difficult to discern the true meaning of these claim
20 | terms. It ig impossible. For the reasons set forth herein, Microscft asks that the Court find the
21 | claims containing “secure” (incAlud’mg its variants), “protected processing environment” or “host
22 | processing environment” invalid for indeﬁniteness-.
23 4 111
24 1 111
25| /111
26 | aFor efficiency, all references to “the spcciﬁcétion" are to the specification of U. §. Patent No.
27 9,2_.53,193-’ ’(“t}}e_‘193 patent”) (Ex.Q). The ‘193 specification reproduces_, nearly identically, the
big book” original application (the original 900+ page application filed in 1995). Each of the
patents at issue herein either expressly reproduce the same text in their speoifications, or attempt

28

Onricy,
HerrincToN &
SurcLires LLP
ATTORNBYZ AV Law

SILICON Vailey

to incorporate it by reference (though not successfully, see infra § IL. D.).
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1{ 0. TFACTS.
2 A | “Secure” Lacks a Clear Meaning in the Art. .
3 ~ The most pervasive indefinite term in the InterTrust patents is “secure” in all its
4 various forms. Indeed, the provision of “security” while enabling the ﬂexible diéﬁibution.of
5 dxgxtal information is the stated goal of the entire invention. To construe “secure,” the Ceurt must
6 | look to the ordinary mea.mng (if one exists) that would be attributed to the term by a person of
7 | skillin the art. Tex. Digital Sys. v. Telegenix, Inc., 308 F. 3d 1193, 1202 (Fed Cir. 2002). Tbe
- 8 intrinsic and extrinsic evidence, including InterTrust’s own statements and those of its expert,
9 establish that while communicating a general or conceptua.l meamng, the term “secure" lacks a
10 | any precise, uniform definition to inform a person of skill in the art what it means unless a
11 | number of questions are answered. Because Int_erTrust never provides the needed answers, it is
12 § impossible to determine the scope of the clalms
13 _ “Secure memory” for instance, is no clearer 2 phrase than a “secure car.” At first:
14 || blush, one hca.ring the phrase “secure car” might think of a car equipped with features that make
15 || it difficult or jmpossible to steal, such as 2 club, an alarm siren, and or an ignition “%ill switch.”
15. Only later in the_conversaticn, hearing the speaker refer to bulletproof glass, sh.telded whee]s and .
17 reinforced doors would the listener realize that “secure” means something entirely different: The
18 c& is in fact designed to protect passengers from attack (to transport diplomats and heade of
19 | state). Even after the type of security is identified, differeﬁt particular combinations of security
20 | measures will qualify the car as «secure” in the eyes of different customers. Simply referring to a
21 | car as “secure” fails to delineate the objective of that security, the type of security needed or the
22 | measures used to ach.teve it. Nor does the descriptor “secure” disclose the perspective ﬁom
23 | which “secunty is being assessed. A pa.rkmg enforcement ofﬁccr might consider a booted
24 | vehicle “secure” (i.e., from removal by its owner), while the owner. might view 1t as “insecure”
25 | since it allowed someone to tamper with its wheels. Another variable might be thc length of time
26 | the car would baveto withstand the measures it is designed to resist. From this simple metaphor,
27 | the relative, muitifaceted and undefined character of “secure” is readily apparent. l
28
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1 What is true in the vemacular applies with even greater force in the computing arts
2 | - “secure” needs definition along multiple axes to have a precise meaning. Deponents skilled and
3 | experienced m the field have spoken on this ﬁo'mt. InterTrust’s own expert, Dr. Michael Reiter,
4 | testified that “secure’ is a fairly genefglterm fhat's used in the art for -- in several different
5| ways.” Ex. A, Reiter Depo., at 30:1 1-19. Asked to describe them, Dr. Reiter responded, “Oh, my
6 | gosh. Allthe ways. Icanenumerate several ways [ can think of on the fly. 1don’t know that I
7 { can enumerate gverything I would do if I had more time.” Id. at 31 :10-17. Microsoft’s expert,
8 | Prof. John Mitchell; égrees, jdentifying ten different varisbles (discussed below) that must be
9 | kmownto determine what is meant by ugecure.” Declaration of John Mitchell in Support of
10 | Microsoft’s Motion Summary Judgment that Certain “Mini-Markman” Claims are Invalid for
11 | Indefiniteness (“Mitchell Decl.”) at 8-11. Others involved in this industry, including some who
12 | have 'done, or do, business with InterTrust have testified to simﬁar effect:
13 . Mu.siéMatch; stated that in order to know whether a system 1s secure, onc
would have to know what the content provider for that system intended,
14 and thus “security” as it applies to a particular system might mean
something completely different from the same term applied to a different
15 system. Ex. C, Jim McLaughlin Depo., p. 55:14-25.
16 » Envivio; stated that “secure” “doesn’t mean anything in general. 1t means
a general concept.” EX. D, Julien Signes Depo., at 40:22-41:2. When
17 asked whether it would be necessary ... to look at the context of the:
implementation of ... security to understand whether or not a system is
18 secure,” Mr. Signes answered, “yes, of course.” Id. at 41:3-13,
19 o A leading authority in the field has written that “[wlithout a precise
definition of what security means and how a computer can behave, it is
20 - meaningless to ask whether a particular computer system is secure.” Ex. E,
Carl E. Landwehr, “Formal Models for Computer Security,” ACM
21 Computing Surveys, v.13 no. 3 (1981).
22 e “When someone states that ‘My computer is secure,’ that statement may
very well mean distinctly different things to different people.” Ex. F, :
23 Taylor, Comparison Paper Between the Bell and LaPadula Model and the
24 SRI Model, IEEE Symp. on Security & Privacy, 1984, pg. 195, 197.
' 1. To Give “Secure” a Definite Meaning, a‘Namber of Parameters Must
25 Be Specified.
- 26 John Mitchell, a Professor of Computer Science at Stanford University, bas
'27 | identified ten parameters that persons of skill in the art would need to know in order to have a
© 28 | shared understanding of the meaning of “secure” in any given instance: (1) what types of things
e : MICROSOFT'S BRIEP [N SUPPORTOFMOTIONFOR
SuTcLIPFE LLP DOCSSV1:224932.1 -4- SUMMARY JUDGMENT THAT CERT AIN “MINI- MAAKMAN
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or actions are protected;, (2) what specific things or actions are protected in the system in
question; (3) what properties of those things are proteéted; (4) against whom; (S5) against what
points of attéck; (6) against what kind of attack; (7) for how long; (8) to what degree of
proteﬁﬁon; (9) how is protection or the loss thereof evidenced; and (10) the perspective (o_r
pers;necffves) from which “semirity” should.b‘e considered. Mitchell Decl., 8-11 aﬁd passim. To
be able to evaluate whether an actusl system is “secure,” people of skill in the art must first reach

a common understanding of each of these variables, as discussed beldw.

a..  Whatis to Be Protected?
(Mitchell Questions 1 and 2)

The first variable is, What is being protected? See Mitchell Decl., at 9. Is the user
being protected .ﬁ'om untrusted data, or is data being protected from untrusted users? Id. How
“secure” is understood by péople of skill in the art is influenced in the first instance by what one
is trying to protect, and here the claims force them to guess. InterTrust has at least partly o
admirted that this is true. intcr‘l‘mﬁt objected to answering a Request for Admission that “a
password-protected file is secure,” on the ggm‘mc& that it was not told, inter alia, “the value of the
information in the file.” See Ex. G, InterTrust’s Response to Microsoft Request for Admission
101. In InterTru'st’s.view, in other words, the presence or absence of “‘security” depends on the
nature of the thing to be protected. Fora high-vaiue item, a password requirement alone ﬁight
not be enough to make the item “secure,” while the same barrier might suffice to ensure the
“security” of a low-value item. |

b. The Properties to he Protected,
(Mitchell Question 3)

The next crucial component of security is which attributes of the protected items
are safeguarded. The different prdpeﬂies include:

o secrecy (ar, “confidentiality”) ~ maintaining the secrecy of data so that its
meaning is not learned by unauthorized parties;

« integrity - ensuring that data may not be altered or destroyed by
unauthorized parties; A

o  availability — ensuring that authorized parties can use the computers’

’ ] MICROSOFT'S BRIEF IN SUPPORT OF MOTION FOR .
DOCSSV1:224932.1 T -5- SUMMARY TUDGMENT THAT CERT AIN “MINI-MAAKMAN"
CLADMS ARR INVALID FOR INDEFINTTENESS - € 01-1640
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1 systems and data when desired;
2 * '« authenticity — ensuring accurate proof of the icientity (or pérhaps other
characteristics) of the author or sender of 2 message ot data;
3 : :
'« non-repudiation — preventing denial of the origination or receipt of
4 messages by parties.
s | Mitchell Decl., 5-1 0. AOL and MusicMatch agree that security includes one or more of these
6 | components. AOL; Ex. H, Saccocio Depo., 30:8-31:16 (confidentiality, integrity, non-
7 | refutability, authentication); MusicMatch; Bx. C, McLaughlin Depo., 34:16-35 14 (integrity,
8 auti-xentication, non-repudiation, but not necessarily secrecy). So does InterTrust’s expert, who
g | testified that “secure” could be defined narrowly to include a single criterion,_ “secrecy,” orin
10 | contrast, requiring 'satisfaction of the “Comumon Cﬁteria," a multi-criteria framework for
11 | identifying security requirements and evaluating systems and whether they meet those
12 | requirements. Ex. A, Reiter Depo., 31:22-28, 32:15-20; Mitcfxell Decl., at 7, n. 1 (see also
13 | httpyMwnww.commoncriteria.org). Any one of these features alone, or any combination of them
14 | might suffice to create é “secure” system, depending on the context. The assurance of
15 | “availability” might be int_egral to the meaning of “secure” for one user, but not for another user.
16 | with different priorities, as Dr. Reiter testified:
17 Q: How about availzbility of information? Are you familiar
g with the concept of availability in... -
1 !
: A.  Sure, sure.
19
Q.  Are there some senses of the word secure where ensuring
20 availability is required and other senses of the word secure
2 where ensuring availability is not required?
A.  Yes, I'd say that's true.
22
23 | Ex. A, Reiter Depo., 36:9-18 (objections and other non-substantive matter omitted).
24 . The Threats to be Protected Against (Against Whom, What
Points of Attack, what Kind of Attack.) ‘
25 (Mitchell Questions 4, 5, and 6)
26 Further crucial variables in defining “secure” are the types of attackers, the
27 | different possible points of attack, and the types of threats posed. Mitchell Decl., at 10. A system
28 | billed as “secure” against attack by outsiders might not be usecure” for a customert requiringa
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system that even insiders cannot misuse, or for a customer who requires protection not against its
own employees but against 3 category of outsiders possessing certain identiﬁéd information about
the system or other special resources. See, e.g. Mitchell Decl,, at 10, 20, 31, 34 (regarding
“secure memory” ugecure container,” “secure operating environment” efc.).

The types of threats one has in mind are essential to defining “secure.” As
Inter Trust itself argued in response 1o Microsoft Request for Admission that “a password-
protected file is secure,” one must know, inrer alia, “the threats agai:‘:st which the file is to be
protected.” See Ex. G, InterTrust’s 'Response to Microsoft Request for Admission 101.
InterTrust’s expert echoed this view, testifying that: -

wgecure” is used as a general term to refer to protection against

misuse and interference, and to truly evaluate that security, you

often need to be more precise about the sorts of misuse apnd

interference you are concerned with, the threat models or the

threats to which a system or primitive s likely to be subjected,

and the mechanism by which you protect that system. '
Ex. A, Reiter Depo., 33:17-34:5 (emphasis added).

d. The Duration and Degree of Protection.
(Mitchell Questions 7 and 8)

The duration and degree of protection are also prerequisites to underst;‘mding the
meaning of “secure” in the art. Mitchell Decl., at 10-11. Withstanding an hour-long attack, or an
attack employing a certain level of computing power might be sufficient in one context, but not -
another. Mitchell Decl., at 10. Asto degree of protection, America Ouline's Director of Rich -

Media agreed that some notion of degree is needed to understand “secure™

Q:  Butthey [the criteria for “security”’) can be met sufficient so
that it's meaningful within this industry to use the term
“secure,” can they not?

A It's a vague term. 1 know it's frustrating, but it is. Security
is a vague term. How much security is a better question.
Ex. H, Deposition of Damian Saccocio, 40:12-17.
{1
11
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1 e How Protection is Verified and Evidenced.
) (Mitchell Question 9) '
3 “Security” also depends on the manner in which continued protectioﬁ, or the loss
4 |. thereof, is or is not measured, tested, proven or evidenced analytically. Mitchell Decl, 11.
5 {  FromWhose Perspective the System Is “Secure.”
; (Mitchell Question 10)
7 Finélly, the perspecﬁve from which “s;ccurity" {s viewed is crucial. A system can
g | be “secure,” or not, to a content Ownet, the system administrator, end or the authorized users.
¢ | Mitchell Decl,, at 11. Take for example the case of a user who downloads 2 music file for a fee,
10 | which she pays electronically, using ber credit card. If a third party tries to intercept the credit
11 | card information and make an additional, free copy of the downloaded file for himself, different
12 | outcomes could be viewed as “secure” by the different parties to the transaction. Ifthé third party
13 | successfully copies the file, but not the credit card information, then the system might be
14 | considered “secure” from the perspective of the customer, but not the vendor. If, on the other
15 | hand, the attacker fails to copy the file, but does obtain the credit card information, and the
16 | system merely detects the unauthonzed intrusion, then the vendor might consider the system
17 | “secure” while, from the customer’s perspective; itis “insecure” — or at least th_e customer will
18 | seeit that way, if she later leams of the theft.
19 B. The InterTrust Applicants Could Have Used the Claims or Sp ecxﬁcatxon to
. Adequately Define “Secure” But Failed to Do So.
20 1. InterTrust Has Not Defined “Sccure” in the Claims or the
21 Specification. ’ '
22 InterTrust could have chosen to define the term “secure” but didn’t. Ten of the
23 | twelve claims at issue employ the word sgecure” in some form, yet none of them defines it Ex.J,
24 | JCCS Ex.H. They establish no security policy and no criteria that would answer the ten
25 | questions discussed above.
6 1 11/
27 & 11
28 [ /11
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1 2. “Secure” f{emnins Indefinite Even When the Claim is Viewed in Ligh_t
' . of the Specification. -
2 ' . - -
3 Though “secure,” and its varia.nis, as used in the claims, lack requisite definiteness,
4 | the claims could still be saved from indefiniteness if “those skilled in the art would mdm& the
5 | scopeof the claim when the claim is read in light of the rest of the specification.” Union Pac.
6 | Resources Co.v. Chesapeake Energy Corp., 236 F.3d 684 (Fed. Cir. 2001). Far from cuzing the
7' problem, however, the patent specification compounds it. It contains no uniform security policy,
g | no uniform criteria for security, and no glossary. Ituses wsecure” and “security” in multiple,
o { vagueand inconsistent senses, giving the potential entrant into the ﬁeid no more clarity thag do
10 | the claims alone. .
11 . a) The Specification Describes Multiple Perspectives from which
“Secure” Might Be Measured, an Indexes “Secure” to the
12 Unpredictable Needs of Different Users
13 The specification uses “secure” in a fashion that is impossible for a person of skill
14 | in the art to understand because it depends on the unpredictable and va:yixig needs of potential
15 cn.ustomérs. In other words, “secure” cannot be defined completely by looking at the patent '
16 | documents in light of the art. Instead, the ‘193 specification (Ex, Q) defines “secure” in terms of -
17 | whatever the market may be seeking, which changcs over time and has no fixed technological
18 || meaning:
19 «  The level of security and tamper resistance required for trusted SPU hardware
processes depends on the commercial reguirements of particular markets or
20 market niches, and may vary widely. (‘193 at 49:59-62) '
21, e “3“sufficiently” secure (for the intended applications) epvironment”
) (‘193 at 45:23-24)
2 4 . ‘
e “with sufficient security (sufficiently trusted) for the intended commercial
23 purposes” (‘193 at 45:43-45)
24 o Development of such a standard has many obstacles, giveﬁ the security
requirements and related hardware and communications issues, widely
25 differing environments, information types, types of information usage,
business and/or data security goals, varieties of participants, and properties of -
26 delivered information. (*193 at 15:67-16:5). :
27 '
28
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b) The Speciﬁcatlon Mentions Dxiferent and Inconsxstent Secure
Properties

The specification suggests s?.veral different security properties denoted by
“secure” without committing to any of them. For example, “secure” could mean that an item or
process is simply encrypted (‘193 at 126:6-7), or 5‘engrybted and tagged” (id. at 22:18-19), or
“encrypted and authenticated” (id at 45:39-40), or not encrypted but “otherwise secured ... such

as by employing authentication and/or error-correcnon" @id. at 63:37-39).

)] The Specification Meations Many Different and Inconsxstent
- Degrees of Secunty

The specification uses at least a dozen adjectives apparently idcntifyi.né different
“levels” of security — truly secure (‘193 at 80:31, 81:14, 88:38); extremely secure (‘193 at 67:21);
highly secure (‘193 at 22:16, 23:49, 36:9-10, 41:34,67:19, 77:30, 104:63, 132:63, 203:66,
232:47, 233:4); commercially secure (;193 at 2:20, 47:6); adequately secure (‘193 at 12:50);
acceptably secure (‘1'93 ﬁt 129:25); sufficiently secure (*193 at 9:12, 16:25, 21:48, 28:47, 49:41,
207:20, 249:51); appropn‘ately secure (193 at 77:16); physicé.lly secure (‘193 at 13:20);
sufﬁmently physically secure (*193 at 13:20); cryptograplncally secure (‘193 at 202:44);
continually secure (*193 at 32:4); relatively secure (‘193 at 63:66); non-secure( 193 at 26: 22
49:10, 62:44, 73:56, 78:16, 77:43, 80:13, 80: 20 81:19, 120:38, 139: 59 229:20); possibly less
secure (‘193 at 80:33).

- Though the meaning of these different degrees of security is unclear, it is evident
that the degree of security, like the type of security, is a fuﬁcﬁon of unpredictable factors in the
marketplace outside the “world” of the patent. For instance, the patent claims that “[d]irect attack
on these [cryptographic] algorithms is assumed to be beyond the capabilities of an attacker. For
domestic versions of VDE 100 some of this is probably a safe assunimpﬁox{ since the basic building
blocks for control information have sufficiently long keys and are sufficiently proven.” ‘193 at
221:12-17. But what was “sufﬁciently long™ in 1995 m'ay not be suiiﬁciently long now or five
years from now — that is a function of changes in the larger security environment. Elsewhere, the

speciﬁcaﬁon promises that “the VDE 100 provided by the preferred embodiment has sufficient
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14 secﬁrity to h;‘:lp ensure that it cannot be compromised short of 2 succe,ssful ‘brute force attack,’
2 | and so that the time and cost to succeed in such a “brute force éﬁack”‘sﬁbstantialiy' exceeds any
3 | value to be derived.” Ex. Q, ‘193 at 199:38-47. But the relationship between the cost of a “brute
4 | force attack” (essentially an attack that tries all possible keys no mattér how lohg it takes) and the .
5 | “value to be derived” by cracking 2 giveh system depends on the characteristics of the parties
6 | involvedand changesin technology, which are “outside” the patent. The patent describes
7 | “secure” not in terms of technological means but in fcrms of ever-changing marketplace factors.
8 d) The Si:eciﬁcation Mentions Differeét a;xd Inconsistt;nt Securit'}r
5 Methods
10 Throughout the patent; different measures are desoribed as posé:‘bly sufficient for
11 | security, but no indication is given of which measures are necessary to security:
12 e “a secure enclosure, such as 2 tamper resistant hetal container or some form of
3 ? g)hxp pack containing multiple integrated circuit corpponcn (‘193 at 169:7-
14 e “In one example, tamper resistant security barrier 502 is formed by security
features such as “encryption,” and bardware that detects tampering and/or
15 destroys sensitive information” (193 at 59:55-58)
16 | The attached declaration of Professor John Mitchell provides many rmore examples of the vague,
17 | multiple and inconsistent uses of “secure” and its variants in the patent specification. Mitchell
18 | Decl at1217. '
19 C.  The Prosecution History Does Nat Give Secure a Clear Meaning.
20 " There is nothing in the prosecuﬁoq history of any of the seven patents that resolves
21 || any of the problems discussed above. The prosecution histories do not offer any definition,
22 | criteria, or aid of any kind to help one of skill in the art understand what is meant by the term
23 || “secure” and its Vgriants in the claims. Moreaver, to the extent the contimiationain-paz’t patents
24 || criticize the "bié book™ applicatidn as NOT teaching how to defend against & ﬁven threat (for
25 | example, “bogus load modules” that can “wreak havoe,” (Ex. R, U.S! Patent No. 6,157,721
26 | ("'7217)'721 at 7:37, 8:16)), they raise even more questions about what “secure”” could possibly
27 | mean in thése claims.
)
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-D. Indefiniteness of Certain Patent Claims is Highlighted b  Errors Made In

The Specifications _
1. The ‘683, ‘721 & ‘861 Patents Failed to Properly Incorporate the “Big

Book” bx Reference
An out51dc pubhcat; on can be made part of a patent by rcfemng to it, rather than

actually reproducmg its text. See In re de Seversky, 474 P.2d 671 (C.C.P.A. 1973). Whether

matena]has been “incorporated by reference is a question of law. Advanced Display Systems,

[nc. v. Kent State University, 212 F.3d 1272, 1282 (Fed. Cir. 2000). “Essential” matetial (i.e.,

that which is gecessary to describe the claimed invention) may only be incorporated by reference
to an issued U.S. Patent or a published U.S. Patent Applicatibxi. This requirement eases the .
burden on the public reviewing the patcﬁt, 2s it makes essential material readily available,
whereas non-published material, like patent applications may not be available, or must be ardered
at a considerable expense from the patent office. See e.g., MPEP § 608.01 (p). .

“The big book” _ma;erial is “essential” in U.S. Patent No. 6,185,683 (**683™
(Ex. S) the *721, and U.S. Patent No. 5,920,861 (*°8617) (Ex. V). In each of the patents, tﬁe “big
book” is relied on to explain flmdamgntal portions of the claimed inventions. See ‘721 at 4:51-

GOA; ‘861 at2:37-39; and ‘683 at 27:1-16.

2, None Of The Patents Met The “Incorporation By Reference”
Requirements

The 683, 721, and ‘861 patents all purport to incorporate the “big book” by
reference to the unpublished patent-applicatian. ‘721 at 1'.7-19; ‘683 at 1:11-23; ‘861 at 1:7-11.
They never amended their specifications to properly reference the issued patent number. This
failure means that the “big book” materials are not part of the ‘721, ‘683 or ‘861 patents.
Therefore, any need for definitions therefrom renders the claims and patents indefinite and
invalid. |

E. InterTrust Failed to Fulfill Its Oblication te Define the Claxm T erm “Secure”
as Clearly as Possible.

The extrinsic evidence, including InterTrust’s own documents, indicates that it had

the opportunity to be more precise. In this regard, InterTrust not only failed to apprise what the
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1 | bounds of the claim were, but also failed to be as precise as the subject matter permits. Itis
2 | implicitin the lengthy discussion of parameters above that the term “secure” can be.used with
3| clear meaning in this field only after all the questions are answered. Typically this takes the form
4 | ofa“security policy” and “criteria” for measuring satisfaction of that policy. A “security policy”
. : I
5 | answers “secure for whom?” and “secure for what purposes?” The security policy defines what is
6 | being protected against what attacks or threats (questions 1-6 of Mitchell Decl.). “Criteria” are
7 | designated as objective measurements for determining whether a real system satisfies the security
'8 | policy. (Questions 7-10 of Mitchell). Together, the security policy a.r}d'criteria allow the word
9 } “secure,” which otherwise is a general and merely conceptual term, to be used ina mea.ﬁingful
10 | 2nd definite manner. The InterTrust patent claims and specification contain no uniform security
11 | policy, and no uniform definition of “secure.” '
12 | The need for a specific security policy and criteria is well known in the field:
13 “p given system can only be said 1o be secure with respect o its
_ enforcement of some specific policy.” Ex. L, Trusted Computer
14 System Evaluation Criteria (1985), pg. 59.
15 See also Ex. M, Landwehr, Carl B. How far can you trust @
computer?, SAFECOMP*93, Proc. of the 12th Intetnational Conf.
16 on Compute Safety, Reliability, and Security, Poznan-Kiekaz,
Poland, Oct., 1993, Janusz Gorski, ed., ISBN 0-387-19838-5,
17 Springer-Verlag, New York, 1993. ' .
18 | As quoted above, InterTrust’s expert, Dr. Reiter, affirmed the need to establish criteria to evaluate
19 | whethera real-world system is or is not, secure,’ and recognized the role of a security policy in
20 || providing such criteria: L
21 [I)f a system has been evaluated via the common criteria, for
example, to a given protection profile, this would be an example.
22 You know, someone might say that it's secure once it’s been
23 evaluated via that framework. Ex. A, Reiter at 32:15-20.
F. InterTrust’s Proposed Markman Definition Confirms That “Secure” Is
24 Indefinite. : :
25 Although the claim construction stage of litigation is far too late to cure patent -
‘ : i
26 | s [SJecure’ is used as a general term to refer protection against misuse and interference, and to
27 truly evaluate that security, you often need to be more precise about the sorts of misuse and
interference you are concerned with, the threat models or the threats to which a system or
28 primitive is likely to be subjected, and the mechanism by which you protect that system.” Ex. A,
Reiter at 33:23-34:5. ' . ‘
Orric, . MICROSOFT'S BRIEF IN SUPPORT OF MOTION FOR
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1 | indefiniteness, it is tguing that IqterTmst did not even try to clarify the term. On the contrary,

2 | InterTrust’s proposed definition 6:’ “secure” confirms its utter vagueness. InterTru;t'aséerts that

3] “secure™ means that “[o]ne or more mechanisms are employed to ... discourage misuse of or

4 | interference with inform#ﬁon. .., and can be achieved 'ﬂudugh “tamper rcsisfanc_e,” elsewhere

5 | defined merely as “making tampering more difﬁculi and/or allowiné detectién of tainpéring."

6 1 Joint Claim Construction Staterﬁent ﬁied in this Court on March 14, 2003; At the same time,

7 || InterTrust proposes that “[s]ecurity is not absolute, But is designed to be sufficient for a particular

8 | purpose.” Joint Claim Const'ucﬁﬁn Statement, at 6, Defining a claim relative to an unspecified

9 “particulaf purpose” gives rise to precisely _the uncertainty that Section 112(2) seeks to avoid. |
10 | Moreover, whose perspective is sufficiency to be determined ﬁom and how are the “particular
11 | purposes” of the different users to be identified? By proposing a definition of “secure” that leads
12 | to inconsistent resulté depending, for example, oni who gets to specify a product’s purpose, or
13 | whether its design is suEicieﬁt, InterTrust’s own proposed definition confirms that the term has
14 | no definite meaning.
15 G.  Norls “Secure” Redeemed By The Terms It Modifies.
16 Norne of the following claim phrases has a commonly shared understanding or
17 | usage in the field: “secure operating environment,” “secure container,” “secure memory,” “secure -
18 daw.basé,“ “secure exccution space,” “securely applying,” “securely assembling,™ “s;acurely
19 | processing,” or “securely receiving.;’ Mitchell Decl,, at 19-51. None of these terms reseﬁbies
20 | “smart card” §r “hot dog,” terms in which oﬂmervﬁse'vaguc'and sugjvective adjectives are made |
21 | clear by that which they modify. In contrast, “secure” as it appears in the claims receives no
22 assistanée from the terms it modifies. A person of ordinary skill in the art would have to have
23 | answers to the questions discussed above to know in what sense each of these items ‘is‘ “secure.”
24 || Intertrust’s expert, Dr. Reiter, acknowledged that describing an item as “secure” does not, for
25 | instance, apprise one of whether it is protected against, say, denial qf service attacks or attacks on
26 || causal logic, or whether the availability of information is ensured, to name just a few aspects of
27 | the concept. Ex. A, Reiter Depo., at 30-32; M‘itchcll Decl,, at 6-7.
28 The problem with these compound terms is made intractable with InterTrust’s
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argument that “secure” must have the same meaning everywhere it appears Inits Markman ‘
statement, InterTrust proposed defining “secure™ independently for Markonan puzposes, and
defining all other claim terms that incorporate it by reference to asecure”, Thus, for “gecure
container,” InterTrust proposes the definition, “a container that is Secure.” See e.g., JCCS, Ex. B.
«Qecure database,” “secure execution space,” “secure meniory," and “secure operating
environment” are all to be defined in analogous fashion. Jd, Within InterTrust’s proposed
definitions of the phrases “securely applying,” “securely assemblmg,” “securely processing,’ and
“securely receiving,” the word «securely” is defined simply as “ina Secure manncr * Id
InterTrust has bound itself to the position that all of these phrases must share a common
definition of “secure. » All claims containing that térzﬁ, then, are indefinite and invaiid.'

H. INTERTRUST’S COINED TERMS “PROTECTED PROCESSING

INTERTRUSTS COLNE ) & S L
ENVIRONMENT” AND “HOST PROCESSING ENVIRONMENT"” ARE
ALSO INDEFINITE

In its patents, InterTrust introduces the terms “Protected Processing Eavironment”

(or “PPE™) and “Host Processing Environment” (or “HPE") — InterTrust coined these terms.

. Reco gmzmg that they were new, proprietary terms, InterTrust often provides initial capitalization

to the phrases or sets them off by quotation marks within the specification. (See, ¢.g Ex.Q, ‘193
at9:29, 13 10, 50:40, 105:18-19, 283:46) ). These coined terms also appear in several claxms
including some of the mim-Markman claims (e.g. Ex S, the ‘683 clain 2, and Ex. R, ‘721 claim
34) It is the patentee’s “duty to provide a precise definition” of terms unknown to those of ‘

ordinary slc111 in the art. J.T. Eaton & Co. v. Atlantic Paste & Glue Co 106 F.3d 1563, 1570

(Fed. Cir. 1997).

THE TERMS “«PROTECTED PROCESSING ENVIRONMENT”
‘AND “HOST PROCESSING ENVIRONMENT™ HAVE NO
. ORDINARY COMPUTING ART MEANING.

The terms “Protected Processing Envu'onmenf’ (“PPE”) and “Host Processing

1|

Envuonment" (“HPE"”) do not have an ordmary or customary meamng inside or outside of the
computing world. They have not been found in any dictionaries that Microsoft has consulted.

InterTrust has offered no dictionary or other extrinsic references to provide a meanin g for these

terms.
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1 ‘ Slgmﬁcant]y, even InterTrast's testifying expert confismed that the terms would
2 | not have a known meaning to one of ordinary skill in the art in Pcbruaxy 1995, when I.nterTrust
3 | submitted the “big book™ application. Regarding the term “Protected Processing Environment,”
4 | Dr. Reiter testified: ' |
s Q. .im February 1995, would the person of ordinary skill in the
art have heard of the pbrase protccted processing
6 environment?
7 A, It'snotaterm in the art. One might assume certain things
] about that, but it's not a term in the Art.
(Ex A, Reiter Depo 331:22-132: 2) He tesnﬁed similarly that a person ¢ of ordinary skill would
’ not be familiar with the term HPE. 1d. at 132:3-6.
10 Not surprisingly, third party deponents, all of which had close dealings with
" InterTrust (mos;t licensecs‘of the asserted patents) were at & loss to assign any meaning, o;dim.ry
12 or otherwise, to fh‘&se terms. See Ex. D, Envivio Depo; at S3:9¥1§ ¢Q: Hé}ve you ever heard the
s term “protected processing environment”? A: No.”; Ex. H, ACL Depo at 82:21-92:3; 96:4-
M | | |
15 _ :
2. THE CLAIMS DO NOT PROVIDE SUBSTANCE OR CONTEXT
16 SUFFICIENT TO PROVIDE MEANING TO EITHER PPE OR HPE.
17 These coined terms are used in three of the “Mini-Marlman™ clairns: PPE is
18 | found in two and HPE is found in one. The claims do not provide the necessary context to’
19 | formulate a sufﬁmently definite meaning.
20 The words of Claim 2 of the ‘193 patent, provide little mformanon about what is
21 | meant by PPE. While it does partially indicate what is being protected, “in part pratecting
22 mformatzon contained”, from what, “from tampering” and by who, “by a user”, it sttll fails to
23 | inform one of ordinary skill if it “protects” “part” of the information or is “part” of the
24 “protectlon”.- Also left open is what partial protection from tampering means. Does it merely
-25 | detect that tampering has occurred, does it prevent ﬁmpering entirely or does it simply make -
26 | tampering more difficult to ﬁchieve. It is impossible to divine from the claim languﬁgc itself what
27 | is being claimed. As to its structure, the claim language recites merely that “said protected
28
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Other deﬁ.ciencies‘ can be seen in Claim 34 of the ‘721 patent. There,' the open-
ez.ided identification of PPE as “comprising: a first tamper resistant barrier” which itself has &
“first security level,” a “first secure execution sﬁa;e,” and “at least one arrangement” which
prevents an identified operation. Conspiéuously,'this description relies on “secure” and
“security.” For the reasons noteé above, this claim language lends no clarity to PPE but

compounds its indefiniteness. Furthermore, one of ordinary skill cannot identify what is being

“protected.” See Mitchell Decl. at 35-37.

In Claim 155 of the ‘900 patent (Ex. T) InterTrust introduces another coined term
“Host Processing Environment” (HPE). While Claim 155 a&empts to provide an elaboration of
what is meant by HPE through the use of the term “comprising,” the description which followed
only serves to obscure the meaning and scope of this new tetm.

While one of ordinary skill in the art reading Claira 155 could surmise that the .
HPE has at least a central processing unit, main memory and “mass storage,” beyond this, the |
scope and reach of this term is indefinite. The claim goes on to assert that the “mass storage™ of
the HPE stores “tamper resistant software.” This passage fails to set forth with meaningful clarity
whether the ‘tm‘;npcr resistant software is an aspect of the Host Processing Environment. The base
description of w}iat might be parts of an HPE is insufficient to inform one of ordinary skill in this
art as to what the meaningful boundaries and scope of this claim limitation are.

3. THE SPECIFICATION DOES NOT DEFINE THE TERM
PROTECTED PROCESSING ENVIRON MENT.

Lacking a context or definition in the claims, the speciﬁcaﬁon must be reviewed
for guidance as to the term’s meaning. The specification fails as well. InterTrust’s first use of the
term PPE in the ‘193 specification states merely that it is one component in a preferred
embodirﬁent’ of a VDE “secure subsystem.” Ex. Q, ‘193 at 9:28. This provides neither
information about, nor explmanon of, what a PPE is or does. General reference is then made to
the PPE in the “Brief Description of the Drawings™ but no meamngiidl discussion, and certainly
no definition is provided. ‘193 at 50:39-41. PPE is not again revisited u.nt11 Col. 79, In. 34. Here
the patent states that a Host Event Processing Environment (HPE) 655 and Secure Event
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1’| Processing Environment (SPE) 503 “may be gcneﬁca.lly referred to as *Protected Processing .

2 | Enviromments' 650”. In Column 105 (at In. 17-22), the specification states simply that hereinafter
3] inthe ;peciﬁcation, “u.nless' conw-ct indicates otherwise, references to any of ‘PPE 650, ‘HPE

4 _j655’ and ‘SPE 503" may refer to each of them.” Th.ere is no substantive discussion of PPE after
5} this éntry. ‘

6 . InterTrust’s treatment of PPE is fatally defective for multiple reasons. First, while
7 | being a coined term which refers to a feature central -to InterTmst’é VDE waorld (i.e., “the

8 | invention™), itis never clearly desc:ibed; At best, InterTrust attempts to give examples of what

9 | the “generic” usage of PPE mgm refer to. Both Secure Event Processing Environments (SPE)
10 | and Host Event Pi-occssing Environments (HPEjare “environments” which “may be geneﬁcally
11 | referred to as ‘Protected Processing Environments’ 650, ‘193 at 79:30-35. In the first instance,
12 | InterTrust attempts to illuminate the meaning of 2 coined term with other coined terms, an

13 unhelpful exercise. As Inteffnﬁ’s expert identiﬁed, SPE and HPE are themselves terms which
14 | would not have been known to one of ordinary skill in the artin Fcbmar& 1995.

15 © Q.  Okay. InFebruary 1993, would the person of ordinary skill
. in the art have been familiar with the term host processing
16 ) C environment? ’
174 A 1 think not.
18 Q.  InFebruary of 1995, would the person of ordinary skill in
. the art have been familiar with the phrase secure processing
19 environment?
20 Al So I have trouble putting my finger on specific usages of
that of those three words that I would say were
21 " commonplace, but perhaps like protected processing
environment, one might—who saw that might assume
22 certain things, but—s0 I guess my answer would be no, it
wasn't a well defined term in the field at the time, but put
23 together they kind of make sense. -

24 | Ex. A, Reiter Depo., 134:6-16, Furthermore, there are marked differences between a HPE and-
25 || SPE rendering the “generic class” to which PPE refers undefined. See Mitchell Decl. at 51-53.
26 To compound the confusion, in many instances where a feature ox component ofa
27 || PPE is set forth, it .is qualified with the term “may” indicating that the described feature is

28 {| optional, hence, may or may not be 2 pa.rt.of PPE. This practice further obscures the inherently
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‘ambiguous nature of coined terms. For example, “Protected Processing Environment may refer

generally to SPE and/or HPE . . ." (Ex. Q, ‘193 at 105:18-21). This invariably leaves the relevant
public guessing at what might infringe. Such an unconstrained explariation fails to provide
sufficient precision. .

4. THE TERM HOST PROCESSING ENVIRONMENT 1S NOT
DEFINED IN THE SPECIFICATION EITHER.

The specification of the ‘900 patent (Ex. T) does not clear up wﬁat the claims
leave vague. “‘Host procegsing environment” appears initially in the ‘900 specification in Col. 12 |
where it is identified that in “some embodiments” certain fanctions described in the specifications
“may be performed by software, for example, in host processing environments of electronio
appliances” Ex. T, ‘900 at 12:27-ﬁ9 (emphasis added). This introductory use of the term “host .
processing environment” sheds no ﬁght on what it is, what it does or what its parameters are. The
teren is first used with al initial caps, indicating ts coined nature, in Col. 3 at In. 7, with 1o |
accozﬂpahying elaboraﬁbn or definition. Aside from a passing reference in éoL 13, theterm is '
not seen again until Col. 84, In. 39 where it appears in the simple statement that “another instance

of ROS [Rights Operating Syétem] 602 might perfonh the same task ﬁsing a host processing

environment running in protected memory that is emulating 2 SPU in software.” ‘Again, this

‘section of the specification does not elaborate on what the details or constituents of a “host

processing environment” are.

As mentioned above with regards to “protected processing environment,” the
specifications suggest that “host processing environment,” “protected processing environment”
and “secure processing environment” are terms used as synonyms or-as subsets of the other. The
mingling of definitions of these coined phrases further aggravates the inherent ambigﬁity of their
use in these patents. ‘

UL ARGUMENT

. Al Applicable Legal Standards
The patent statute requites that every patent include “one or more claims

* particularly pointing out and distinctly claiming the subject matter which the applicant regards
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-as his invention.” 35 U.S.C. § 112, §2 (emphasis added). Patent claims that fail to provide such

fair warning are invalid. Morton Int 'L, Inc. v. _Carq(inal Chem. Co., 5 F.3d 1464, 1470 (Féd. C1r
1993) (affirming holding of patent invalidity bécaﬁsei“thg claims at issue [weze] not sufficiently
precise to permit a ﬁotcﬁtial corﬁpctitor to detcrﬁline whether or not I'lc is inﬁ'inging”); The

Supreme Court explained the “definiteness” requirement and the “chilling” effect that indefinite

patents have on legitimate competition as follows:

The statutory requirement of particularity and distinctness in claims
is met only when they clearly distinguish what is claimed from
what went before in the art and clearly circumscribe what is
foréclosed from future enterprise. A zone of uncertainty which
enterprise and experimentation may enter only at the risk of
infringement claims would discourage invention only a little less
than unequivocal foreclosure of the field.

United Carbon Co. v. Binney & Smith Co., 317 U.S. 228, 236 (1942). Without abandoning that
imfortant principle, the Federal Circuit has made clear that “we have not held that a claim is
indefinite merely because it poses a difficult issue of claim construc.tion,” Exxon Research and
Eng'g Co. v, United States, 265 F.3d 1371, 1375 (Fed. Cir. 2001). Summarizing its requirements,
the Exxon court stated: ' '

... what we have asked is that the claims be amenable to

 construction, however difficult that task may be. Ifaclaimis
insolubly ambiguous, and no narrowing construction can properly
be adopted, we have held the cleim indefinite... By finding claims
indefinite only if reasonable efforts at claim construction prove
futile, we accord respect to the statutory presumption of patent
validity (citation omitted) and we protect the inventive contribution
of paten:elzes, even when the drafting of their patents has been less
than ideal.

Id. Indefiniteness must be shown by clear and convincing evidence. LA Gear, Inc. v. 17zor)1
MecAn Shoe Co., 988 F.2d 1117 (Fed. Cir. 1993). “The standard of indefiniteness is s_omeWhat
high; a claim is not indefinite rﬁerely because its scope is not ascertainable from the face of the
claims.” Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1342 (Fed. Cu 2003).
While the standard is high, “compliance with the written descripiion requirement is essentially a
fact-based inquiry that will “necessarily vary depending on the rlature of the invention ciaimed."
Quoting Enzo Bit;chem v. Gen-Probe, Inc., 296 F.3d 1316, 1324 (Ped. Cir. 2002) (internal
citation omitted). Id. at 1330 (affirming ﬁ.ndihg of indefiniteness). Purther, “it is not [the court’s]
MICROSOFT'S BRIEF IN SUFPORT OF MOTION FOR
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function to rewrite claims to preserve their validity.” 4flen Eng’g Corp. v. Bartell Indus., 299
F.3d 1336, 1349 (Fed. Cir. 2002). '

1 Claim Ypdefiniteness Requires a Two-Part Test

The test for determining whether 2 claim is definite is “whether those skilled in the
art would understand fhe scope of the claim when the claim is read in light of the rest of the
specification.™ Union Pac. Resources Co. V. Cl_ze.sapealce Energy Corp., 236 F.3d 684 (Ped. Cir.
2001); Morton, § F.3d at 1470. The Federal Circuit has identified two parts to this test: 1) the
patent clﬁim., read in light of the rest of the patent and its Patent Office .ﬁle, must “‘reasonably
apprise thése skilled in the art™ as to its scope; and, 2) the patent claim must be ““as precise as
the subject matter perrnits.;" Amgen, Inc. v. Chugai Pharmaceutical Co., 927 F2d 1260, 1217.
(Fed. Cir. 1991), guoting Shasterproof Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d 613, 624
(Fed. Cir. 1985). InterTrust's patents fail both parts of the test, as demonstrated by both the
intrinsic and extrinsic evidence.

2, “Secure” and Its Variants Are Indefinite Terms That Render the
: Clgims Containing Them Invalid

The evidence is overwhelming that “secure” lacks a definite meaning in the art. It
is a general term that both parties’ experts and every third-party witness agree is vague unless
given sﬁbstantial context. InterTrust never provided the needed context in ény part of its patents.
Accordingly, persons of ordinary skill in the art cannot tell what “secure” means when reviewing
the claims. “A claim term is indefinite if it can have more than oﬂe meaning to a person of
ordinary skill in the art, and the appropriate meaning of the term is not explained in the
specification™ See Union Pacific Resources Co. v. Chesapeake Energy Corp., 236 F:Bd 684, 692
(Fed. Cir. 20.01) (finding the term "comparing" indefinite); In re Cohn, 58 C.C.P.A. 996, 438 F.2d
989, 993 (CCPA 1971) (finding claim term indefinite where the patentee's conflicting use of the
term rendered the scope of the claims uncertain).." VLT, Inc. v. Artesyn Tecks. Inc., 238 F. S!..lpp_.
2d 339. Here, those of skillin the art, including InterTrust’s own exllaert, have testified that secure
can mean countless-things to countless different people.

" MICROSOFT'S BRIEF IN SUPPORT OF MOTION POR
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1 Although words of “degree” and other “relative” terms are sometimes upheld,
2 | “when aword of degrec is used, the district court must determine whéther_ the patent’s -
3 | specification 'provides some standard for measuring that degree.” See Seattle Box Company, Inc.,
4] v Indu.smal Crating & Packagmg, Ine.,731F.2d 818 826 (Fed. Cir. 1984). Here, as shown
5 { above, the specification not only fails to provide the necessary conte:!t, it adds to the amb1g1.uty
6 | Without some constraining parameters, subjective adjectives like “secure” are indefinite. A
7| predecessor to the Federal Circuit, for example, affirmed the rejection of claims using the
8 | “relative” teoms “stiff” and “resilient” (describing brush bristles) because the patent provxded no
9 | guidance as to how stiff or how resilient. See Application of Lechene, 277 F.2d 173, 176
10| (C.C.P.A.1960). Stiff, unlike “secure,” is one-dimensional - the only quesﬁon was “how stiff?™
11 | “Secure” raises not only the question of “how secure,” bm also, “what Hnd of security,” “from
12 whor.o,” and s0 on. |
13 Moreover, InterTmst 3 mdexmg of “secure” to customer preferences in the
14 apeuﬁcatlon makes it comparable toa rqccted cla.1m brought before the Board of Patent Appeals
15 § and Inte_rferences in Ex parte Brummer, 12 USPQ2d (BNA) 1653 (BPAI 1989). In Brionmer, the
16 | claim was directed {o an improved recumbent-bicycle having “a wheelbase that is between 58
17 | percentand 75 pefcent of the height of the rider that the bicycle was designed for.” The Board
18 | held tha.t “whether the bicycle was covered by the olaim would be determined not on the basis of
19 | the structural elements and their interrelationships, as set forth in the claim, but by means of a
20 | label placed upon the bicycle at the discretion of the manufacturer.” Id at ¥*3-4. The Board
21 | noted that with such claim language, 2 claim may be infringed when ridden by one tider, but not
22 | whenridden by another. Similarly, because the “level of security and tamper resistance required
for trusted SPU hardware processes depends on the commercial requirements of particular
24 § markets or maricct niches, and may vary widely,” (Ex. Q, ‘193 at 49:59-62), the scope of the
25 | claims depends on unpredictable, ill defined and ever-changing marléiet factors. Indeed,
26 | InterTrust’s use of “secure™ is more indefinite than the language at issue in Brummer. In that
27 | case, the indefinite language allowed the patentee to vary the meaning of the claims as to one
28 | wvariable (size of the wheelbase); InterTrust’s claims apparently seek leeway to shift and remold
& DOCSSVI24932.1 - S22. m::‘s;:fm? fﬁ;?:ggxmgfhxm
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themselves along all of the different axes of ;‘security;" discussed above.

Finally, secure and its variants further fail the definiteness requirement in failing to
be as “precise s the subject matter allows.” As demonstrated by its own documentation and by
the widespread availability of model security pdlicies, InterTrust had the ability to provide more
definite meanings. It did not, and thereforc the claim terms are not “as precise as the subject
matter permits.” Amgen, Inc. v. Chugai Pharmacetical Co., §27 P.2d 1200 at 1217, '

Claim indeﬁ_ﬁiteness is particularly problematic where it derives from .
“conveniently functional language at the exact point of novelty.” Gene;ral Electric Co. v. Wabash
Appliance Corp., 304 U.S. 364, 371-372, 58 S. Ct. 899, 902-03 (1938). As I.nterTnﬁ’s own
expert testified, “security” is an “essential aspect” of the alleged invention. Reiter ﬁepo., at
23:21-24:9. Accérdingly, although no term should be ambiguous in a patent claim, it is
particularly inexcusable that this “core” term be left hopélcssly vague. Exxon Research &
Engineering Co. v. United State:, 265 F.3d 1371, 1379 (Fed. Cir. ZOdl) (fatal for limitations

crmcal to patentability to be mdeﬂmte)

B. New Or Coined Terms Must Be Defined Or Otherwise Made Clear.

" If the patentee elects to use “aterm with no previous meaning to those of ordmary
skill in the art ... [i]ts meaning ... must be found somewhere in the patent.” J.T. Eaton & Co. v.
Atlantic Paste & Glue Co., 106 F.3d 1563, 1568 (Fed. Cir. 1997) (emphasis added). In
introducing the coined terms “protected processing environment” and ‘host processing
environment,” InterTrust had a “duty to provide a precise definition” for them. It failed to do so.
Accordingly, these terms are indefinite and the claims containing them, invalid.
iy
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Iv. C.ONCLUSION

For the foregoing reasons, and ;tho_se set forth in the dccompanying Report and Dcclération of
Professor Mitchell, the Coui'_t shoulél grant partial summExy judgmént that thé fo-}lowing eleven
claims are indefinite and invalid under 35 U.S.C. § 112, {2: claims 1, 11, and 15 of fhe ‘193
patent; claim 2 éf.the U.S. Patent No. 6, 185,683; claims 1 and 34 of U.S. Patent No. 6,157,721,
claim 58 of U.S. Patent No. 5, 920,861; claim 1 of U.S. Patent No. 5, 982,891; claim 155 of U.S. -
Patent No. 5,892,900; and claims 8>a'nd 35 of U.S. Patent No. 5,917,912,

Dated: March 17, 2003 ‘ WILLIAM L. ANTHONY
~ ERIC L. WESENBERG
KENNETH J. HALPERN
ORRICK, HERRINGTON & SUTCLII-'FE LLP
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